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DETAILED ACTION 

Priority 

1 . Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 
1 1 9(e) or under 35 U.S.C. 1 20, 1 21 , or 365(c) is acknowledged. This application 
is a division of application 09/829461 . The priority date of 4/9/2001 has been 
accepted. Claims 1-30 have been canceled; new claims 31-50 have been 
added. Therefore claims 31-50 are pending in this application. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 43 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 43 recites "an administrative term 
further comprises listing one of a MeSH and UMLS CUIT term"; according to the 
present application, paragraph 0042, these are the pharmacy terms rather than 
administrative terms. Also, claim 42 recites administrative terms of ICD and CPT. 
It's not clear if claim 43 should recite administrative terms or pharmacy terms. 



Claim Rejections - 35 USC § 101 
4. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

5. Claims 41 -50 are rejected under 35 U.S.C. 1 01 because they are directed 
to a non-statutory subject matter. According to the new Supreme Court 
precedent and recent Federal Circuit decisions, the claimed invention should be 
(1) tied to another statutory class (such as particular apparatus) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or 
thing. Claims 41 and 46 are method claims and they do not recite any apparatus 
(such as a computer) in the bodies of the claims, which can be used to 
implement the claimed steps. Claim 41 recites a method for displaying 
relationships between medical databases, and the steps of the method does not 
involve any particular apparatus. Similarly, claim 46 recites a method for 
displaying relationships between medical databases, and the method steps do 
not recite any apparatus. In order to be in a statutory class, a method claim 
should recite an apparatus in the body of the claim, which the steps are 
performed by that apparatus. Claims 42-45 and 47-50 are rejected under 35 
U.S.C. 101 because of the dependency. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

7. Claims 31 -50 are rejected under 35 U.S.C. 1 02(b) as being unpatentable 
by Dome (U.S. Patent No. 5,325,293). 

A. As per claim 31 , Dome teaches a method for displaying and 
creating relationships between different medical sources comprising: 

i. selecting a medical concept displayed on a display device 
(Dome; col. 5, line 55 to col. 6, line 51); 

ii. displaying another medical concept related to the selected 
medical concept (Dome; col. 5, line 55 to col. 6, line 51, col. 7, lines 
34-53); 

iii. displaying a billing code from a first medical source 
associated with the selected medical concept (Dome; col. 7, lines 
12-33); and 

iv. displaying a medical code from a second medical source 
that is different from the first medical source and is associated with 
the selected medical concept (Dome; col. 7, lines 34-53). 

B. As per claim 32, Dome teaches the method of Claim 31 , wherein 
the first medical source comprises at least one of International Statistical 
Classification of Disease and Related Health Problems (ICD) and 
Physicians' Current Procedural Terminology (CPT) billing codes (Dome; 
col. 7, lines 34-53). 
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C. As per claim 34, Dome teaches the method of Claim 31 , further 
comprising: 

i. receiving a medical concept other than the selected medical 
concept (Dome; col. 5, line 55 to col. 6, line 51); 

ii. creating an association between the received medical 
concept and the selected medical concept (Dome; col. 5, line 55 to 
col. 6, line 51); and 

iii. storing the association between the received medical 
concept and the selected medical concept in memory (Dome; col. 
5, line 55 to col. 6, line 51 ). 

D. As per claim 35, Dome teaches the method of Claim 34, wherein 
the received medical concept is a child concept relative to the selected 
medical concept (Dome; col. 6, lines 52-66). 

E. As per claim 36, Dome teaches the method of Claim 31 , further 
comprising: 

i. receiving a medical term (Dome; col. 5, line 55 to col. 6, line 
51); 

ii. creating an association between the received medical term 
and the selected medical concept (Dome; col. 5, line 55 to col. 6, 
line 51); 

iii. storing the association between the term and the selected 
medical concept in memory (Dome; col. 3, lines 45-50, col. 5, line 
55 to col. 6, line 51). 
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F. As per claim 40, Dome teaches the method of Claim 31 , further 
comprising: 

i. receiving an inquiry (Dome; col. 5, line 55 to col. 6, line 51); 

ii. searching a source comprising the medical concept for the 
inquiry (Dome; col. 5, line 55 to col. 6, line 51 ); and 

iii. displaying one or more medical concepts related to the 
inquiry (Dome; col. 5, line 55 to col. 6, line 51 ). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

9. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dome (U.S. Patent No. 5,325,293) in view of Jacobs et al. (hereinafter Jacobs) 
(U.S. Patent No. 6,353,817). 

A. As per Claim 33, Dome teaches the method of Claim 31 , 
Dome fails to expressly teach one of systemized 
nomenclature medical reference terminology (SNOMED RT), 
MESH, UMLS CUI, and pharmacy terminology, per se, since 
it appears that Dome is more directed to examination 
procedures (Dome; col. 4, lines 59-64). However, this 
feature is well known in the art, as evidenced by Jacobs. 
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In particular, Jacobs discloses a systemized nomenclature 
medical reference terminology (SNOMED RT) (Jacobs; col. 
1 , lines 56-67, col. 1 1 , lines 41-61 ). 

It would have been obvious to one having ordinary skill in the 
art at the time of the invention to include the aforementioned 
limitation as disclosed by Jacobs with the motivation of using 
of this code is essential for inclusion in the medical 
knowledge base system (Jacobs; col. 1, lines 56-67). 
10. Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dome (U.S. Patent No. 5,325,293) in view of Ryan (U.S. 
Patent No. 5,809,476). 

A. As per claims 37 and 38, Dome teaches the method of Claim 36, 
Dome fails to expressly teach the received medical term 
comprises one of a synonym, consumer term, grammatical 
variant, abbreviation, misspelling, truncation, phrase, and a 
code modifier and storing the received medical term in a 
glossary comprising terms. However, this feature is well 
known in the art, as evidenced by Ryan. 
In particular, Ryan discloses the received medical term 
comprising a consumer term and storing the received 
medical term in a glossary comprising terms (Ryan; abstract, 
col. 3, lines 4-15). 
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It would have been obvious to one having ordinary skill in the 
art at the time of the invention to include the aforementioned 
limitation as disclosed by Ryan with the motivation of 
correcting and supplementing the original information (Ryan; 
abstract). 

1 1 . Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dome (U.S. Patent No. 5,325,293) in view of Hatzis et al. (hereinafter Hatzis) 
(U.S. Patent Publication No. 2002/0091680 A1). 

A. As per Claim 39, Dome teaches the method of Claim 31 . 

Dome fails to expressly teach receiving input defining a new 
taxonomy, the taxonomy comprising a hierarchy of medical 
information; and storing the input in memory. However, this 
feature is well known in the art, as evidenced by Ryan. 
In particular, Ryan discloses the received medical term 
comprising a consumer term and storing the received 
medical term in a glossary comprising terms (Ryan; abstract, 
col. 3, lines 4-15). 

It would have been obvious to one having ordinary skill in the 
art at the time of the invention to include the aforementioned 
limitation as disclosed by Ryan with the motivation of 
correcting and supplementing the original information (Ryan; 
abstract). 
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12. Claims 41 -50 rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Dome (U.S. Patent No. 5,325,293) in view of "Representing thoughts, words and 
things in the UMLS" by Keith Campbell, Diane Oliver, Kent Spackman and 
Edward Shortliffe; Journal of American Medical Informatics Association, volume 
5, number 5, pages 421-431 , Sep/Oct 1998 (hereinafter Campbell). 

A. As per claim 41 , Dome teaches a method for displaying 

relationships between medical databases comprising 

i. receiving a selection of a first medical concept (Dome; col. 5, 
line 55 to col. 6, line 51); 

ii. in response to the selection, listing a second medical 
concept associated with the first medical concept (Dome; col. 5, 
line 55 to col. 6, line 51); 

iii. listing an administrative term associated with the first 
medical concept (Dome; col. 7, lines 12-24); and 

iv. listing a pharmacy term associated with the first medical 
concept. 

Dome fails to expressly teach a pharmacy term per se, 
Dome is more directed to examination procedures (Dome; 
col. 4, lines 59-64). However, this feature is well known in 
the art, as evidenced by Campbell. 
In particular, Campbell discloses a pharmacy term; such as 
Mesh and UMLS CUIT (Campbell; abstract, page 425, 
paragraph 3 to page 426, paragraph 1, and pages 427-428). 
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It would have been obvious to one having ordinary skill in the 
art at the time of the invention to include the aforementioned 
limitation as disclosed by Campbell with the motivation of 
displaying the medicine associating with the first concept. 

B. As per claim 42, Dome teaches the method of Claim 41 , wherein 
listing an administrative term further comprises listing one of an 
international statistical classification of disease and related health 
problems (ICD) term and a Physician's Current Procedural Terminology 
(CPT) term (Dome; col. 5, line 55 to col. 6, line 51). 

C. As per claim 43, Dome teaches the method of Claim 41 . 

The obviousness of modifying the teaching of Dome to include a 
pharmacy term; such as Mesh and UMLS CUIT (as taught by 
Campbell) is as addressed above in the rejection of claim 1 and 
incorporated herein. 

D. As per claim 43, Dome teaches the method of Claim 41 , further 
comprising displaying the first and second medical concepts in a first 
window and displaying the administrative term and pharmacy term in a 
second window different from the first window (Dome; col. 7, lines 12-24). 

E. As per claim 44, Dome teaches the method of Claim 41 , further 
comprising displaying the first and second medical concepts according to 
a graphical model and displaying the administrative term and pharmacy 
term according to a text listing (Dome; col. 7, lines 12-24). 
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F. As per claim 45, Dome teaches a method for displaying 
relationships between medical databases comprising: 

i. receiving a selection of a first medical concept (Dome; col. 5, 
line 55 to col. 6, line 51); 

ii. displaying a first medical concept and a second medical 
concept according to a spatial graphical relationship (Dome; col. 5, 
line 55 to col. 6, line 51 ); and 

iii. displaying a first code and a second code associated with 
the first medical concept in a text list (Dome; col. 5, line 55 to col. 6, 
line 51, col. 7, lines 12-24). 

G. As per claim 47, Dome teaches the method of Claim 46, wherein 
displaying the first code further comprises displaying one of an 
international statistical classification of disease and related health problem 
(ICD) code and a Physician's Current Procedural Term (CPT) code 
(Dome; col. 5, line 55 to col. 6, line 51). 

H. As per claim 48, Dome teaches the method of Claim 46. 

The obviousness of modifying the teaching of Dome to include a 
pharmacy term; such as Mesh and UMLS CUIT (as taught by 
Campbell) is as addressed above in the rejection of claim 1 and 
incorporated herein. 

I. As per claim 49, Dome teaches the method of Claim 46, wherein 
displaying the first medical concept and a second medical concept further 
comprises displaying the first medical concept as a first text string and 
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displaying the second medical concept as a second text string connected 
to the first text string by a graphical element (Dome; col. 5, line 55 to col. 
6, line 51, col. 7, lines 12-24). 

J. As per claim 50, Dome teaches the method of Claim 46, wherein 
displaying the first code and the second code further comprises displaying 
the first code and the second code in a bounded region that is separate 
from the first and second medical concepts (Dome; col. 5, line 55 to col. 6, 
line 51, col. 7, lines 12-24). 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not used prior art teach Graphic data 
processor 4780831 A, Apparatus and method for improved estimation of health 
resource consumption through use of diagnostic and/or procedure grouping and 
severity of illness indicators 5018067 A, Medical claims integration and data 
analysis system 5970463 A, System and method for medical language extraction 
and encoding 6055494 A, System and method for providing an object-oriented 
interface to a relational database 6490581 B1 , System and user interface for use 
in providing medical information and health care delivery support 6551243 B2, 
Method and system for medical patient data analysis 661 1846 B1, Automatically 
assigning medical codes using natural language processing 6915254 B1, Device 
for automating billing reimbursement 71 1 0955 B1 , Unitary language for problem 
solving resources for knowledge based services 7222066 B1 . 
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14. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to DILEK B. COBANOGLU whose telephone 
number is (571)272-8295. The examiner can normally be reached on 8-4:30. 

1 5. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Christopher L. Gilligan can be reached on 571-272-6770. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

16. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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